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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I, including claims 1-12, 14-30, 39-45, 
51 , and 53-54 in the reply filed on 6/19/09 is acknowledged. The traversal is on the 
ground(s) that the search and examination of all of the claims can be made without a 
serious burden upon the Examiner as evidenced by the prior search and examination 
conducted in this application. This is not found persuasive because the Examiner will 
be required to search new classes/subclasses not previous searched in prior office 
actions. 

The requirement is still deemed proper and is therefore made FINAL. 

Response to Amendment 

2. The examiner acknowledges the amendments of claims filed on 11/04/08 and 
6/19/09. Claims 31-38, 46-50, and 55 are withdrawn based on restriction. Currently, 
claims 1-12, 14-30, 39-45, 51, and 53-54 are pending. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show 
element "47" of Fig. 1 as described in the specification. Any structural detail that is 
essential for a proper understanding of the disclosed invention should be shown in the 
drawing. MPEP § 608.02(d). Corrected drawing sheets in compliance with 37 CFR 

1 .121 (d) are required in reply to the Office action to avoid abandonment of the 
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application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: 

- pg. 15, 3"^ parg. states "display 54", which is inconsistent with Fig. 2; 

- pg. 1 6, 1 St parg. states "DVB or DAB" with no further explanation of acronyms 
Appropriate correction is required. 



Application/Control Number: 1 0/091 ,038 Page 4 

Art Unit: 3714 

Claim Objections 

5. The numbering of claims is not in accordance witli 37 CFR 1 .1 26 wliicli requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 53-55 been with no mention of claim 52. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

Claims 1,16, 41, 43-44, 51, and 54 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 1, 16, 41, 43-44, 
51, and 54, all include the recitation "facilitating provision" or "facilitate provision", which 
lacks antecedent basis in the original specification, thus is new matter. In addition, the 
claims also include recitations of "certain content", content-related predefined 
message", "the content-related predefined message being generated independently of 
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the certain content and automatically modified based on an identity of the certain 
content", all of which is not supported in the original specification, thus is new matter. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1-12, 14-30, 39-45, 51, and 53-54 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Mackintosh et al. (US 6,317,784 B1) in view of Rouse 
et al. (US 6,983,310 B2). 

Regarding independent claims 1,16 and 43, the instant application as best 
understood is an invention that describes a system that transmits predefined messages 
from one terminal to another terminal via a network. 
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Regarding claims 1,16, 41-45, Mackintosh discloses a system for enhancing 
communication on a wireless network using predefined messages, comprising a service 
platform running an on-line service, the on-line service for providing a certain content 
(Fig. 5, Broadcast internet service provider), the service platform comprising: 

transmitting means for transmitting the certain content to a user of at least one 
wireless terminal, referred to by Mackintosh as broadcast material where broadcast 
material may include music tracks, advertising tracks, etc. (col. 2, line 42-col.3, line 16); 
and 

providing means for providing along with the transmitted certain content at least 
one content-related predefined message to the user of the at least one wireless terminal 
based upon the certain content, the message being generated independently of the 
certain content and automatically modified based on an identity of the certain content 
and also being configured to be transmitted from the at least one terminal (in this case, 
see col. 2, 42-67, which discloses supplemental materials such as images, video clips, 
data, and advertising information). Also note. Mackintosh discloses the ability to deliver 
content, i.e. a music track, in combination with a content-related predefined message 
(col. 3, lines 42-67) to a user terminal via a wireless communication system (col. 24, line 
55 - col. 25, line 4). Referring to Fig. 12, the content-related predefined message 
comprises the information fields "artist", "song", "album" and album cover (field 518) that 
are generated independently of the certain content and automatically modified based on 
an identity of the certain content. These fields are predefined and generated 
independently of the certain content, as they are displayed to the player irrespective of 
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the track being played, but are modified to include data pertinent to the track currently 
being played. 

Mackintosh does not specifically disclose tlie at least one wireless tenriinal 
furttier comprises selecting means for enabling selecting, by the user of said at least 
one wireless terminal, whether to transmit one or more of the provided at least one 
content-related predefined messages wirelessly from said at least one wireless terminal, 
and transmitting means for transmitting, if the user of said at least one wireless terminal 
selects to transmit one or more of the provided content-related predefined messages, 
the selected content-related message to at least one address selectable by the user of 
said at least one wireless temninal. However, Mackintosh does disclose a 
communications interface "that allows software and data to be transferred between 
computer system 702 and external devices", wherein this "can be implemented using a 
wireless medium" including a cellular phone link (col. 24, line 55 - col. 25, line 4). 
Additionally, Rouse discloses a system for enabling users of wireless devices to send 
and receive messages and other information (abstract), including content-related 
predefined messages (col. 3, lines 27-33). Specifically, Rouse discloses selecting 
means for enabling selecting whether to originally transmit one or more messages from 
the wireless terminal in col. 9, lines 43-46. That is, phone keys provide the wireless 
device user with the ability to select a forward option 718, which enables a user to 
forward a selected message to a recipient (col. 9, lines 14-35). 

Additionally, Rouse discloses transmitting means for wirelessly transmitting at 
least one message (col. 5, lines 45-48; col. 10, lines 3-24) to at least one address 
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selectable by the user of said at least one wireless terminal (col. 9, lines 47-55). The 
ability to forward messages among cell phone users, e.g. "text messaging", is well 
known to one of ordinary skill in the art. To implement such a feature in a system such 
as the one taught by Mackintosh, which contemplates wireless communication 
capabilities between cellular phones, would have required only routine skill in the art. 

Thus, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine the teachings of Mackintosh and Rouse as Mackintosh 
discloses the ability to communicate with external devices via a cellular phone link, as 
discussed above. All of the claimed elements were known, i.e. providing content and 
content-related predefined messages to a user of a wireless device and the ability to 
forward messages among users of wireless devices including cellular phones, at the 
time of the invention and could have been combined by one of ordinary skill in the art in 
order to produce predictable results. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to combine the broadcasting system of Mackintosh with the 
user interface configuration of Rouse in order to provide a more user-friendly system, 
which would attract more users to this system. 

Regarding claims 2-4, 17-20, Rouse discloses wherein the at least one address 
selectable by the user comprises a predetermined address of at least one other wireless 
terminal (col. 3, lines 38-45; col. 9, lines 47-55). 
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Regarding claims 5, 21, Rouse discloses the at least one other terminal 
comprises a wireless terminal (Rouse, col. 3, lines 33-45). 

Regarding claims 6, 22, Rouse discloses means for assessing an output 
capability of said at least one other terminal to receive the predefined message, and 
means for configuring the predefined message, prior to transmitting the predefined 
message to the address of the at least one other terminal, so that the output capability 
of the at least one other terminal to receive the predefined message is taken into 
consideration (col. 3, lines 46-50; col. 5, lines 6-26). 

Regarding claims 7, 23, Mackintosh discloses the providing means comprises a 
content determining means for determining the content of the online service ("cut 
number" col. 9, lines 8-34). 

Regarding claims 8,12,24,27 Mackintosh discloses said providing means 
receives a predefined criteria and generates or selects the predefined message based 
upon the predefined criteria. That is. Mackintosh discloses the cut number provides 
information relating to the type of cut, i.e. content, including any of music, ad traffic, EJ 
segments, etc (col. 9, lines 10-25). If the identified content is a music track, the 
predefined message will contain information fields such as song, album title, etc., as 
discussed above with respect to claim 1 . If the content is an advertisement segment, the 
predefined message will contain information fields such as company logos, product 
pictures, etc., (col. 13, lines 16-22), wherein said fields are automatically modified (i.e. 
filled in) based upon the advertising segment content. 
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Regarding claims 9,25, Rouse discloses both terminals may be mobile phones 
(col. 1, lines 16-21). 

Regarding claim 10, wherein the at least one wireless terminal comprises a 
dedicated button to cause the content-related predefined message to be transmitted to 
the selected address, the "Send" button on any cellular phone acts as a dedicated 
button to begin a transmission. 

Regarding claims 1 1,26 Rouse discloses an indicator to be displayed to indicate 
that at least one content-related predefined message is available for selection (col. 8, 
lines 5-8). 

Regarding claims 14,28 Mackintosh discloses the predefined message is stored 
in and retrieved by the providing means from a storage device in the service platform 
(Fig.1). 

Regarding claims 15,30, Mackintosh discloses the predefined message 
comprises at least one of voice, text, sound, an image, a picture and a video (Fig. 12). 

Regarding claims 39,40 wherein the on-line service comprises at least one of an 
Internet web site and a network server providing at least one of an interactive program 
and streaming audio and/or video (Mackintosh, col. 8, lines 33-65). 

Response to Arguments 

9. Applicant's arguments filed 1 1/4/08 have been fully considered but they are not 
persuasive. 
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10. Applicant's remarks states that neither Mackintosh nor Rouse discloses the 
limitation "a content-related predefined message to the terminal, the message being 
generated independently of the certain content and automatically modified based on an 
identity of the certain content". However, as best understood the supplemental 
materials such as images, video clips, data, and advertising information of Mackintosh 
(see col. 2, 42-67) is interpreted as a message that is generated independently of the 
broadcast material such as a music track and automatically modified based on the 
music track being played at the time. 



Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAMON PIERCE whose telephone number is (571)270- 
1997. The examiner can normally be reached on 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dmitry Suhol can be reached on 571-272-4430. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dmitry Suhol/ 

Supervisory Patent Examiner, Art 
Unit 3714 

DJP 



